TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
written for publication in a law journal and (2) is not binding
precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 through 20 and 22 through 36. Caim21

has been canceled. C aim 37 has been all owed.

! Application for patent filed September 29, 1993. According to
appel lants, this application is a continuation of Serial No. 07/753,770, filed
Sept enber 3, 1991, now abandoned
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The appell ants' invention relates to a phot ographic
printing nethod in which photographic data is converted
according to recording format data. Caim30 is illustrative
of the claimed invention, and it reads as foll ows:

30. A photographic printing nethod for printing an inage
frame on a photosensitive naterial, the inage franme being
pl aced on a photographic filmby a camera which records
phot ogr aphi ng data and recording fornmat data on a recording
medi um upon phot ogr aphi ng, said nmethod conprising the steps
of :

(a) reading the recording fornmat data and the
phot ographi ¢ data fromthe recordi ng medi um

(b) converting the photographic data based on the
recording format read in step (a) to produce converted
phot ogr aphi ng data; and

(c) printing the imge frane on the photosensitive
mat eri al based on the converted phot ographi ng dat a.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Rosbor ough, Jr. et al. 4,293, 215 Cct. 06,
1981
( Rosbor ough)

von Stein et al. (von Stein) 4,403, 854 Sep
13, 1983

Terashita (Terashita 1) 4,769, 695 Sep
06, 1988

Terashita et al. (Terashita I1) 4,797,713 Jan. 10,
1989

Cloutier et al. (Coutier) 5,130, 745 Jul . 14,
1992

(Filed Apr. 12, 1991)
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Robi son 5, 194, 892 Mar. 16,
1993
(Filed Apr. 16, 1991)
Claims 1 through 20 and 22 through 36 stand rejected
under 35 U.S.C. § 103 as bei ng unpatentable over von Stein,
Cloutier, Rosborough, Terashita I, Terashita Il, and Robi son.
Ref erence is nade to the Exam ner's Answer (Paper No. 22,

mai l ed May 9, 1995) for the exam ner's conplete reasoning in

support of the rejections, and to the appellants' Brief (Paper

No. 21, filed January 31, 1995) and Reply Brief (Paper No. 24,
filed July 7, 1995) for the appellants' argunents
t her eagai nst .
OPI NI ON

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by the appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clains 1
t hrough 20 and 22 through 35 and affirm the obvi ousness

rejection of claim 36.
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The exam ner quotes a large portion of von Stein, stating
(Answer, page 9) that

it is abundantly clear fromVon [sic] Stein that

those skilled in the art know very well that it is

advant ageous and a well known practice to place

indicia on the filmso that the conputer will be

directed to the appropriate stored i nformati on and

automatically adjust the printer paranmeters for the

particular filmecriteria.
The exam ner cites the remai ning references as teaching
recording data with respect to individual inmge franes, and
concl udes that the conbined teachings of the references "woul d
clearly have notivated one skilled in the art to automate the
apparatus by storing the needed adjustnents in the conputer
and providing an identifying indicia on the filmto direct the
conmputer to the appropriate information for meking
adjustnents.” (Answer page 10.)

We agree that von Stein teaches recording the type of
filmand maki ng exposure control adjustnents in the printer
according to the recorded type of film Further, although the
exam ner
does not point to any specific teachings in the other
ref erences, but rather generally describes what is disclosed

therein, we agree with the exam ner that the remaining
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ref erences teach or suggest recordi ng photographic data for
each individual frame. W |ikew se agree with the exam ner's
conclusion that it would have been obvious fromthe conbi ned
di scl osures to direct the conputer to the appropriate
phot ographi ¢ data for each individual frane.

However, independent clainms 1 and 30 recite nore than
| ocating photographic data for each frame and nmeki ng printer
adj ustnments according to the filmtype and the photographic
data. Clains 1 and 30 require converting the photographic
data based on the recording fornat data read in a previous
step. The exam ner has failed to address the limtation of
converting the photographic data, and we find no suggestion in
any of the references to transformthe photographic data in
any way. Accordingly, we cannot sustain the rejection of
claims 1 and 30 and their dependents, clains 2 through 20, 22

t hrough 29, and 31 through 35.

Cl aim 36, on the other hand, does not recite converting
t he photographic data. Caim36 nerely requires recording
phot ogr aphi c data and format data indicating the format for

t he photographic data. As "format" is defined in the 1982
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versi on of The Random House Coll ege Dictionary as "3. the

organi zation, plan, style, or type of sonething: a conplicated
format” or "4. Conputer Technol. the organi zation or

di sposition of synbols on a magnetic tape, punch card, or the

i ke, in accordance with the input requirenents of a conputer,

card-sort machine, etc.,"” the format data of claim 36 broadly
enconpasses any information describing the organization of the
phot ogr aphi ¢ dat a.

Robi son di scl oses (colum 3, lines 20-24) that the
probl em solved is "how to permt the photofinisher to use
magnetic recording on film. . . using the sanme magnetic
recording format . . . for all cases.” Robison teaches
(colum 3, lines 32-39) that

[mMagnetic reading and witing of information in a

virtually transparent magnetic layer in the film

during each stage of filmuse and filmprocessing is

restricted to certain dedicated parallel tracks

extending longitudinally along the I ength of the

film the choice of track being determ ned in

accordance with the particular information being

recorded. Each track begins and ends essentially
within a particular frane.
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Thus, Robi son suggests recordi ng the photographic data using a
particul ar format, or organi zation, based on tracks of the
magnetic film

Further, Robison discloses (colum 4, lines 1-44):

Each bl ock of data is appended to a virtua
identification code whose neaning is defined in a
| ook-up tabl e accessable [sic] to the system
I nstructions contained in the | ook-up table for a
given virtual identification code provide the byte
| ocati on of and encodi ng (recording) or decodi ng
(pl ayback) algorithmfor several related paraneters
recorded within the data bl ock bearing that
identification code. Any one of three types of
virtual identification codes are enpl oyed, dependi ng
upon the type of related data recorded in the bl ock

In a preferred enbodi nrent of the invention, the
various types of information are allocated anong the
dedi cated tracks in accordance with groups of
related informati on types or paraneters, sone
i ndi vi dual groups being used by nore than one stage
of the filmuse cycle. Furthernore, in this
preferred enbodi nent, information conmon to al
franmes of the filmis in dedicated tracks on the
filmleader. Specifically, information such as film
type, canera type, owner identification, a directory
of witten information and the |ike are recorded in
a first canera track . . . designated track CO while
the filmleader is designated frane O  Scene
rel ated paraneters automatically sensed by the
canera (such as scene | um nance, canera orientation
color tenperature, flash fire, etc.) are recorded in
track COin each subsequent franme (e.g. franmes 1-
25). . . . (Cearly, an intelligent photofinishing
classifier station, in attenpting to conpute the
opti mum exposure conditions to nmake a print, would
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read the data on track COin each of franes 1
t hrough 25 (for exanple),

Robi son states (colum 11, lines 41-42) that "a universal ID
code dictionary is illustrated in FIG 7." Thus, Robison
di scl oses

defining the format for the photographic data in a | ook-up
table which is stored. 1In other words, Robison teaches
storing on a recording nmedium both recording format (or
organi zati onal ) data and photographi c data for each inage
frame, with the recording format data indicating the recording
format for the photographic data. Coutier includes |anguage
al nost identical to that quoted above from Robi son in col ums
3, 4, and 10, respectively. Accordingly, claim36 is clearly
met by Robison and Coutier, with the remaining references
bei ng merely cunul ati ve. Consequently, we will affirmthe
rejection of claim 36.

CONCLUSI ON
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In summary, the decision of the exam ner rejecting claim
36 under 35 U.S.C. 8 103 is affirmed. The decision of the
exam ner rejecting clains 1 through 20 and 22 through 35 under
35 US.C 8 103 is reversed.

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFlI RVED- | N- PART
JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOHN C. MARTI N ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ANl TA PELLMAN GRCSS )
Adm ni strative Patent Judge )
vsh



Appeal No. 96-1184
Application No. 08/128,568

SUGHRUE, M ON, ZI NN, MACPEAK & SEAS
2100 PENNSYLVANI A AVE., NW
WASHI NGTON, DC 20037- 3202

10



